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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 17 November 1998 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) I3 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. 5 119 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) El Notice of References Cited (PTO-892) 18) □ Interview Summary (PTO-413) Paper No(s). 

16) El Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) D Notice of Informal Patent Application (PTO-152) 

17) |3 Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 5 . 20) D Other: 
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DETAILED ACTION 
Priority 

1. If applicant desires priority under 35 U.S.C. 1 19 (e) or 120 based upon a 
previously filed copending application, specific reference to the earlier filed application 
must be made in the instant application. This should appear as the first sentence of the 
specification following the title, preferably as a separate paragraph. The status of 
nonprovisional parent application(s) (whether patented or abandoned) should also be 
included. If a parent application has become a patent, the expression "now Patent 

No. " should follow the filing date of the parent application. If a parent 

application has become abandoned, the expression "now abandoned" should follow the 
filing date of the parent application. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
"US BANCORP, MICROSOFT PAVING NEW ROADS TO ON-LINE BANKING" 
(hereinafter referred to as US BANKER) on PTO-892 accompanying this action. 

US BANKER discloses an automated banking machine comprising a PC running 
a web browser, wherein the customers remotely access the on-line bank through the 
internet browser. US BANKER further discloses, It goes beyond simply using software 
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as a pipeline to basic ATM-like services. Instead, it aspires to make a full-service 
branch available in the home through the PC including the option of a live teller through 
two-way, full motion video giving customers access to everything except maybe safe 
deposit boxes. Customers would enter the on-line bank through an internet browser . 
They would then be able to apply for and check various accounts (not just basic savings 

and checkin g), download cash and make deposits The vision is that the 

customer would be able to do everything on-line that they can now do in a 

branch and that's much broader that what traditionally has been delivered over an 

automated teller machine or telephone". 

The web browser interface of the PC in US BANKER is the means by which and 
through which the user interfaces with and remotely accesses the on-line bank to 
perform any of a myriad of banking functions. 

US BANKER does not specifically mention that the customer's automated 
banking machine PC has a sheet dispenser mechanism operatively responsive to 
receipt of at least one HTML format document by the browser, so as to dispense an 
output through an output device of the automated banking machine PC, or that the US 
BANKER system can be used in an ATM machine to remotely access the on-line bank. 

The examiner takes official notice that it was known even to computer novices at 
the time that the invention was made that web browsers read web pages and are 
capable of receiving HTML format documents, and that HTML documents can contain 
embedded instructions therein such as applets. Official notice is further taken that ATM 
machines remotely accessing banking systems were well known to the general citizenry 
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at the time that the invention was made and that these ATM machines comprise 
computers, software, sheet dispensers and output devices enabling them to perform 
any one of the myriad functions of an ATM machine including providing output through 
an output device and the dispensing of sheets by the sheet dispenser. 

Regarding claims 1 and 2, it would have been obvious to one of ordinary skill in 
that art at the time that the invention was made, to select the well known HTML format 
as the web page format at the user browser interface of the US BANKER PC, such 
HTML web pages controlling the functioning of any and all of the myriad of banking 
functions of the US BANKER PC including the function of providing output through an 
output device and dispensing of at least one sheet or note from a printer associated with 
the PC. Such a selection of HTML format documents containing embedded instructions 
therein such as applets, would involve technology that even a computer novice was 
familiar with at the time that the invention was made. 

It would have been further obvious to one of ordinary skill in the art at the time 
that the invention was made to use US BANKERS remote access browser software and 
system, including the HTML pages containing embedded dispensing and output 
instructions therein, in the computer of a regular ATM machine rather than a home PC, 
so as to increase on-line banking access to the citizens that did not have a home PC. 
Such a modified ATM would allow the user to access and interface through the browser 
with one of the myriad functions of the ATM machine, including providing output 
through the output device and dispensing of sheets from a sheet dispenser responsive 
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to the browser receiving HTML web pages containing embedded dispensing and output 
instructions therein. 

Regarding claim 3, 4 and 6, US BANKERS system as modified above comprises 
an on-line bank server for serving a plurality of web pages to the remote access 
computers of the ATM machines, said web pages including dispense instructions 
embedded therein so as to control the sheet dispenser and the output of sheets or 
notes. 

Regarding claim 5, the examiner takes official notice that ATM machines were 
known by the average citizen at the time that the invention was made, to contain a 
plurality of transactional functional devices, so as to enable them to perform a plurality 
of different transactional functions such as dispensing notes and sheets and accepting 
deposit envelopes through a deposit input slot. 

It would have been obvious, to one of ordinary experience in the art at the time 
that the invention was made, to control the deposit receiving device of the US 
BANKERS modified ATM machine, by means of an additional web page containing an 
additional device instruction embedded therein, so as to allow a user to make a deposit 
through the convenient web browser interface. 

Regarding claims 7-14, the US BANKERS modified ATM machine as outlined 
above inherently meets the limitations of claims 7-1 4. If the applicant believes that this 
is not the case, then the examiner takes official notice that the limitations of claims 7-14 
do not define anything new over that which was known to one of ordinary skill in the art 
of web browser software and networking at the time that the invention was made. 
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Applicant is advised that a restriction requirement will be required in an attempt to 
reduce the burden on the examiner if the applicant sees the apparatus and method 
claims as patentably distinct inventions. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Bernstein et al. (5,761,071) disclose a kiosk system with an ATM 
machine therein; Flenley (GB 2,328,532) discloses a relevant internet transaction 
processing system; "Microsoft banks on electronic transactions" , Network World; 
Framingham; May 13, 1996; Fogarty, Kevin discloses Microsoft enhancing its world 
wide web browser to support automatic teller machine-like transactions across the 
internet; "SUN TOUTS ONE-BROWSER THEORY" . Retail Delivery Systems News, v1, 
n14, July 5, 1996, discloses banks using a Java applet residing in a browser providing a 
link between a bank and an ATM machine; More ATM Deplovers Surf The Radio 
Waves , April 26, 1996, Bank Network News, Vol. 14, No. 23, Page 2, discloses the use 
of a modem to relay transaction information from an ATM over the internet; Java Goes 
Full Circle, December 1996. Bank Technology News. Vol. 9. No. 12, pages 9-10 , 
discloses that by October 1996, FICS had already demonstrated at SIBOS in Florence 
and was already installing web browsers in ATM's; and Leon, Mark, in TP-Monitor 
Vendors Spin Web Features , July 1, 1996, Infoworld, Vol. 18, No. 27, Page 37, 
discloses NCR's Top End client code downloaded into a browser running on a computer 
inside an ATM machine. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James S. Bergin whose telephone number is 703 308- 
8549. The examiner can normally be reached on Monday-Thursday 8.30-6.00 and on 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703 308-1065. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703 308-1396 
for regular communications and 703 308-1 396 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 305- 
3900. 
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